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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address -- 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even If timely filed, may reduce any 
earned patent tenm adjustment. See 37 CFR 1.704(b). 

Status 

1 )K Responsive to communication(s) filed on 12 February 2002 . 
2a)n This action is FINAL. 2b)S This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) ^ Claim(s) 1-18 is/are pending in the application. 

4a) Of the above claim(s) 15-17 is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) ^ Claim(s) 1-4.6-14 and 18 is/are rejected. 

7) 13 Claim(s) 5 is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)n The drawing(s) filed on is/are: a)n accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
1 !)□ The proposed drawing correction filed on is: a)n approved b)n disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) n The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) ^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19{a)-(d) or (f). 

a)|EI All b)n Some * c)^ None of: 

1 Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 

1 ) S Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s), . 

2) □ Notice of Draflsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Infonnal Patent Application (PTO-152) 

3) Infonmation Disclosure Statement(s) (PTO-1449) Paper No(s) M- 6) □ Other: 
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Election/Restrictions 

1 . Restriction to one of the following inventions is required under 35 U.S.C. 121 : 
1. Claims 1-14 and 18. drawn to a catalyst composition, classified in class 
502, subclass 344. 

,1. Claims 15-17. drawn to an oxidation process, classified in class 549. 
subclass 533. 

The inventions dis«nct, each from the other because of the following reasons: 

inventions 1 and 11 are ..lated as product and process of use. The inventions can 
be shown to be distinct if either or both of the following can be shown: (1) the process 
for using the product as claimed can be practiced with another materially different 
product or (2) the p«.duct as daimed can be used in a materially mer.M process of 
using that product (MPEP § 806.05(h)). In the instant case the product as claimed can 
be used in a materially d«fe,«nt process of use, such as a catalyst for the conve,.»n of 
nitrogen oxides. 

3. Because these inventions a,« distinct for the reasons given above and have 
acquired a separate status In the art as shown by their different dassiflcation and the 
search required for Group 1 is not required by Group 11. and vice ver^, restrlcSon for 
examination purposes as Indicated is proper. 

4. During a telephone conversation with Mr. John Mrozinski, Jr. on May 1 3. 2003 a 
provisional elecUon was made with traverse to prosecute the invention of Group I, 
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claims 1-14 and 18. Affirmation of this election must be made by applicant in replying to 
this Office action. Claims 15-17 are withdrawn from further consideration by the 
examiner, 37 CFR 1.142(b), as being drawn to a non-elected invention. 

5. Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1.48(b) and by the fee required under 37 CFR 1.1 7(i). 

Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the Invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale In this country, more than one year prior to the date of application for patent in the United 
States. 

7. Claims 1-4, 6-14, and 18 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Baumann et al. 

Baumann et al. (US 6,099,964) discloses organopolysiloxane particles which 
contain metal atoms in the zero valent oxidation state, the particles having an average 
diameter of 5-200 nm, wherein at least 80% of the particles have a diameter which 
deviates from the average by no more than 30% (column 2, lines 15-25). Suitable 
metals include noble metals including gold and silver (column 3, lines 35-40). The metal 
may be present in the form of clusters up to 1 nm in diameter (column 3, lines 45-55). 
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It is taught that the metal is deposited on organopolysiloxane particles which 
carry hydrido functions, i.e. SiH groups (column 9. lines 25-30). It is considered that 
such a support would meet the inorganic-organic hybrid material required by claims 2 
and 8. It is taught that the preferred concentrations of hydrido functional groups are 
between 1 and 50o/o by weight (column 9. lines 25-30). The metal is combined with the 
organopolysiloxane particle containing SiH groups by mixing for a reaction time of 1 
second to 10 days, preferably 1 minute to 2 hours (column 10. lines 5-10). In an 
example, the metal containing composition is dried following the contacting step. The 
support contains SiO^ (column 4. lines 15-35). With regards to claim 6. it is taught that 
the support may be dried at temperatures of 20-100 degrees C prior to metal deposition 
(column 9. lines 1-5). The composition may be used as a catalyst (column 2. lines 40- 
45). 

The intended use limitations of claim 18 is noted. While intended use recitations 
cannot entirely be disregarded, in composition and article claims, the intended use must 
result in a structural difference between the claimed invention and the prior art in order 
to patentably distinguish the claimed invention over the prior art. In re Casey, 370 
USPQ 235 and In re Otto, 312 USPQ 458. It is the position of the examiner that the 
prior art structure is capable of performing the intended use and therefore meets the 
instant claims. 

As each and every element of the claimed invention is taught in the prior art as 
recited above, the claims are anticipated by Baumann et al. 
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Allowable Subject Matter 

8. Claim 5 is objected to as being dependent upon a rejected base claim, but would 
be allowable if rewritten in independent fomn including all of the limitations of the base 
claim and any intervening claims. 

9. the following is a statement of reasons for the indication of allowable subject 
matter: the prior art of record does not teach or suggest a process for preparing a 
precious metal containing support wherein the drying is carried out by spray-drying or 
fluidized bed process, in combination with the other features instantly claimed. 



Conclusion 

10. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

11. Any inquiry concerning this communication or eariier communications from the 
examiner should be directed to Christina lldebrando whose telephone number is (703) 
305-0469. The examiner can nonnally be reached on Monday-Friday. 7:30-5. with 

Alternate Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. Tom Dunn can be reached on (703) 308-3318. The fax phone numbers for 
the organization where this application or proceeding is assigned are (703) 872-9310 for 
regular communications and (703) 872-931 1 for After Final communications. 
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Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 308- 
0651. 



CAI 

May 14, 2003 




TOM DUNN 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 17Q0 



